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~ The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days witt be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire. SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later Uian three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent temn adjustment. See 37 CFR 1704(b). 

Status 

1 )^ Responsive to communication(s) filed on 22 September 2003 . 
2a)\3 This action is FINAL. 2b)S This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is • 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 20-23 and 38-56 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) ^ Claim(s) 20-23 and 38-56 is/are reiected: 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. §§ 1 1 9 and 1 20 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 Certified copies of the priority documents have been received, 

20 Certified copies of the priority documents have been received in Application No. . . 

3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

13) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. . 

a) □ The translation of the foreign language provisional application has been received, 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1.78. 

Attachment(s) 

1) ^ Notice of References Cited (PTO-892) 

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) O Information Disclosure Statement(s) (PTO-1449) Paper No(s) 

U.S. Patent and Trademark Office 

PTOL-326 (Rev. 1 1-03) Office Action Sunnmary Part of Paper No. 20 



4) Q Interview Summary (PTO-413) Paper No(s). ; 

5) CH Notice of Infonmal Patent Application (PTO-152) 

6) K Other: one-page attachement 
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DETAILED ACTION 



Claim Rejections - 35 USC § 102 



1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 



(e) the Invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 (AlPA) 
do not apply to the examination of this application as the application being examined was not (1) filed on 
or after November 29, 2000, or (2) voluntarily published under 35 U.S.C. 122(b). Therefore, this 
application is examined under 35 U.S.C. 102(e) prior to the amendment by the AlPA (pre-AlPA 35 U.S.C. 



2. Claims 20-21 and 38 are rejected under 35 U.S.C. 102(b) as being anticipated by 
or, in the alternative, under 35 U.S.C. 103(a) as obvious over KAGAWA et al 
(5,163,433). ! 

As to claims 20-21, KAGAWA discloses an ultrasound cutting device for removal 
of tissue from a body cavity in a human being (column 1, lines 11-16) including an 
ultrasonic probe 3 which defines a first suction passage/first path 21 for discharging fluid 
with detached tissue, an outer tube 22b, an inner tube 22a, fluid pump 42 and suction 
pump 41. Probe 3 and inner tube 22a define fluid supply passage 25, inner tube 22a 
and outer tube 22b defines fluid passage 26 for discharging substantially only fluid 
along a second path because the suction mouth of the discharge passage 26 is next to 
the supply mouth of the supply passage 25 (see Fig. 1). Inherently, to avoid over flow 
of the body cavity, the fluid supplied from passage 25 and fluid discharged through 
passages 21 and 26 must be regulated so as to keep a balance between inflow fluid 
from passage 25 and outflow fluid through passages 25 and 26. Therefore, the 
pressure in the cavity body should be substantially constant. Similarly, the KAGAWA 



states. 



102(e)). 
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device inherently discloses a method of discharging fluid with detached tissue through a 
first path (passage 21) and discharging substantially only fluid along a second path 
(passage 26) so as to regulate the pressure in the body cavity to remain substantially 
constant. Alternately, to avoid over flow of fluid from the body cavity, it would have 
been obvious to one of ordinary skill in the art at the time of the invention to regulate the 
KAGAWA device a in a method as recited in the claims such that the inflow fluid from 
passage 25 into the body cavity and the discharge fluid through passages 25, 26 out of 
the body cavity are maintained substantially the same and such that a pressure in the 
body cavity is maintained substantially constant as well. 

According to the American Heritage Dictionary of the English Language, 3'''' 
edition (please see definition 2 of one-page attachment), "motor is a device that 
converts any form of energy into mechanical energy". Therefore, KAGAWA device can 
be considered as being motor driven as recited in claim 20 because KAGAWA device 
is a device that receives electrical energy via piezoelectric elements to convert into 
mechanical energy (ultra-sonic vibration of probe 3). 

As to claim 38, KAGAWA discloses the first suction passage/first path 21 for 
discharging fluid with detached tissue and the fluid passage 26 for discharging 
substantially only fluid along a second path as mentioned above. First path 21 and 
second path 26 are different paths and can be considered as separate paths because at 
least path 21 and 26 are separate in the distal part of the intersection of tube 30 and 
tube 16. Alternately, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have passage 21 and 26 different and separate along 
the whole paths as this configuration is just another well known/obvious design choice. 
Notice that there is no structural limitation in claim 38 to specify if there are 
different/separate suction pumps for first path and second path or just only one suction 
pump for both paths. If there is only one vacuum pump in the invention, then first path 
and second path must have a common portion connecting to the suction pump and the 
paths are only partially separate. 
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3. Claims 39-42, 44-52 and 54-56 are rejected under 35 U.S.C. 102(b) as being 
anticipate by WALBRINK et al. (US Pat. 5,449,356). 

As to claims 39-42, 44-52 and 54-56, WALBRINK (Fig. 1-2, for example) 
discloses endoscope 20, cutter 120 for cutting a tissue in a body cavity/distensible 
organ, fluid port 56 through endoscope 20 for introducing fluid into the organ or for 
discharging fluid out of the organ, tube 24 for receiving endoscope 20, electrode/cutter 
120 for cutting tissue, fluid control device 54 for controlling pressure within the organ, 
shut-off valve 164. 

Claim Rejections - 35 USC § 103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 22-23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
KAGAWAetal (5,163,433). 

As to claims 22 and 23, KAGAWA inherently discloses or alternatively suggests a 
method as recited in the claims, except for using an insertion mandrel for insertion into 
the body cavity before inserting the device. It is well known in the art to use a mandrel 
or a trocar to create an access passage to a body cavity before inserting a probe or a 
cutting device into the body cavity via the access passage. For example, BIRTCHER 
(WO 93/07821; line 27, page 1 to line 19, page 2) discloses such a standard 
laparoscopic procedure before inserting a probe or a cutting device into a body cavity. 
It would have been obvious to one of ordinary skill in the art at the time the invention 
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was made to insert a mandrel or trocar into a body cavity to create an acces passage 
and remove the trocar before inserting a probe or cutting device into the body cavity as 
this is a conventional laparoscopic procedure. 

3. Claims 43 and 53 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over WALBRINK et al. (US Pat. 5,449,356). 

As to claims 43 and 52, WALBRINK (col. 8, lines 22-27) discloses a variety of 
different types of surgical instrument can be used with endoscope 20 through lumen 
100. On the other hand, a cutter having a channel for discharging fluid and cut tissue is 
well known. It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to insert such a cutter through lumen 100 of endosope 20 so as to 
cut tissue and discharge fluid and tissue through the cutter. 



The amendment filed on 3/1/2003 under 37 CFR 1.131 has been considered but 
is moot in view of new rejection above. 



Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Vy Q. Bui whose telephone number is 703-306-3420. The examiner can 
normally be reached on Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Milano can be reached on 703-308-2496. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-872-9306 for regular 
communications and 703-308-2708 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0858. 



Response to Amendment 



Conclusion 




VQB 
12/14/03. 



motor 



mo-tor (m6't9r) noun 

1. Something, such as a machine or an engine, that produces or imparts motion. 

2. A device that converts any form of energy into mechanical energy, especially an internal-combustion engine or an an-angement of coils and 
magnets that converts electric cun-ent into mechanical power. 

3. A motor vehicle, especially an automobile. 

adjective 

1. Causing or producing motion: motor power. 

2. Driven by or having a motor. 

3. Of or for motors or motor vehicles: motor oil. 

4. Of, relating to, or designating nerves that carry impulses from the nerve centers to the muscles. 

5. Involving or relating to movements of the muscles: motor coordination; a motor reflex. 

vert 

mo-tored, mo-tor- ing, mo-tors vert, intransitive 
To drive or travel in a motor vehicle. 

vert, transitive 

To carry by motor vehicle. 

(Middle English motour, prime mover, from Latin motor, from motus, past participle of mov^. to move.] 

The American Heritage® Dictionary of the English Language, Third Edition copyright © 1992 by 
Houghton Mifflin Company. Electronic version licensed from INSO Corporation; further 
reproduction and distribution restricted in accordance with the Copyright Law of the United States. 
All rights reserved. 



